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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clainms 11, 16, 17, 19 through 24, 26 and 27. ' The

appel | ants have not appealed the rejection of claim25 (brief at

! The examiner finally rejected clainms 11, 16, 17, 19, 21
and 22 through 27 under the judicially created doctrine of non-
statutory non-obvi ousness type doubl e patenting as being
unpatentabl e over clainms 1 through 7 of U S. Patent No.

5,458, 170. The appellant has offered to file a term nal

di sclainer to overcone the rejection. The exam ner has not
repeated this rejection in the examner’s answer. It is the
appel | ants understanding that clains 16 and 17 have been anended
by the exam ner to depend fromclaim27, however, the exam ner
has stated that no such exam ner’s anendnent has been made. The
exam ner’ s answer does not restate the corresponding 35 U S. C

8§ 112, second paragraph, rejection of clains 16, 17, 21 and 22.
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page 2). dains 1 through 10, 12 through 15 and 18 have been
cancel ed.

The appellants' invention relates to a flexible boot for a
fuel dispensing nozzle having a sound or video system nounted
thereon. An understanding of the invention can be derived froma
readi ng of exenplary claim 11, which appears in the appendix to
t he appellants' brief.

The prior art

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

Kapl an et al. (Kapl an) 5,267, 592 Dec. 7, 1993
Koch et al. (Koch) 5,273, 087 Dec. 28, 1993

The rejections

Clainms 11, 19 and 20 stand rejected under 35 U. S.C
8§ 102(e) as being anticipated by Koch.

Clains 19, 21 and 22 stand rejected under 35 U.S.C. 8§ 102(e)
as being anticipated by Kapl an.

Clainms 11, 20, 23 and 24 stand rejected under 35 U.S.C. 8
103 as bei ng unpatentabl e over Kaplan in view of Koch.

Rat her than reiterate the conflicting viewpoints advanced by
t he exam ner and the appellants regarding the above-noted
rej ections, we nmake reference to the exam ner's answer (Paper No.
12, mail ed Decenber 22, 1997) for the examner's conplete

reasoning in support of the rejections, and to the appellants’
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brief (Paper No. 11, filed Novenber 4, 1997) for the appellants’
argunents t her eagai nst.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nmake the
det erm nations which follow

We turn first to the rejection of clains 11, 19, and 20 as
bei ng anticipated under 35 U.S.C. 8 102(e) by Koch. It is the
exam ner’s view that Koch discl oses:

fuel dispensing nozzle conprising a

;hbusing” 80, a “valve systeni 132, a
“handl e” 141, a “hollow cavity” contai ning

“sound systenms” 300, 400 (see col. 12, lines
35-42 and Figures 13 and 14) and a “flexible
boot” (see col. 7, lines 5-8) having a

“housi ng” surnounted thereon proxinate
ref erence nunerals 306 and 308 (see Figure
13). [Exam ner’s answer at page 5].
W agree with the findings of the exam ner and thus, we wl|
sustain this rejection.
In regard to claim 11, appellants argue that Koch does not
di scl ose a flexible boot. W do not agree. Koch at col. 7,

lines 5 through 8 clearly discloses a flexible boot.
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Appel l ants al so argue, in regard to clains 19 and 20 that
Koch does not disclose a fuel dispensing nozzle which itself
contains a housing and in which there is situated a wireless
sound or video system These argunents are not persuasive
because claim 19 does not recite that the nozzle itself contains
a housing in which a wireless sound or video systemis situated.
Claim19 recites a “hollow cavity contained within the
housing . . . capable of containing a system. . ..”. The
housing in which signaling device 300 is disposed (see Fig. 13)
i s capable of containing a sound system |In fact, device 300 is
di scl osed as a device which may produce a visual and audi bl e
signal. (Col. 12, lines 36 to 42). Further, neither claim19
nor claim20 recites that the sound or video systemis wreless.
We turn next to the examner’s rejection of clains 19, 21

and 22 under 35 U.S.C. § 102(e) as being anticipated by Kaplan.
The exam ner states:

The Kapl an et al. reference discloses a fuel

nozzl e conprising a “housing” 112 having a

“hol | ow cavity” for housing optional

el ectronics 113 (see col. 3, lines 13-22).

Al introductory and functional statenents of

i nt ended use have been carefully consi dered

but are deened not to inpose any structure on

t he cl ai nms distinguishable over the Kaplan et

al. device which is further capabl e of

housi ng a video or sound systemif desired.
[ Exam ner’ s answer at page 5].
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W agree with the findings of the exam ner and thus we wl|
sustain this rejection.
Appel | ants argue Kapl an does not describe, disclose or
ot herwi se show a fuel dispensing nozzle in which there is
situated a wireless sound or video system This argunent is not
persuasi ve because it is not commensurate with the actual scope
of clains 19, 21 and 22 which do not recite that a wrel ess sound
or video systemis situated in a fuel dispensing nozzle. Rather,
claim19 fromwhich claim22 depends, recites that the housing
has a hollow cavity which is “capable of containing a system.
" Caim21 recites a wired sound or video system In our view,
the housing 112 in Kaplan is capable of containing a video or
sound systemwhich is wired or wireless.
We turn finally to the examner’s rejection of clains 11
20, 23 and 24 under 35 U.S.C. § 103 as bei ng unpatentabl e over
Kapl an in view of Koch. Recognizing that Kaplan does not
di scl ose a flexible boot, the exam ner relies on Koch for this
t eachi ng and concl udes:
oo it would have been obvious to one of
ordinary skill in the art at the tinme the
invention was made to nodify the Kaplan et
al. nozzle to have a “flexible boot” in view
of the teachings of the Koch et al. reference
to provide protection and enhanced appearance

for the fuel nozzle (see col. 7, lines 5-8).
[ Exam ner’ s answer at page 6].
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W are in agreenent with the conclusion of the examner with
respect to clainms 11, 20, and 24 and thus we will sustain this
rejection.

Appel l ants argue, in regard to claim 11, that neither Kaplan
nor Koch describes, discloses or otherwi se shows or suggests a
fl exi bl e boot containing a housing which is capable of containing
a wreless sound or video system This argunent is not
persuasi ve because it is not conmensurate in scope with the
actual scope of claim 11l which does not recite a housing capable
of containing a wireless sound or video system |In addition, as
we stated above, Kaplan discloses a housing or nozzle which is
capabl e of containing a wireless sound or video system Further,
Koch al so discloses a housing in a flexible boot which is capable
of containing a wireless sound or video system

Appel l ants al so argue, in regard to clains 19, 20, 21 and
22, that neither Kaplan nor Koch discloses or suggest a housing
built into the fuel dispensing nozzle itself. W initially note
that this rejection is not directed to clains 19, 21 and 22.
Further, we do not find this argunent persuasive because it is
not commensurate with the actual scope of claim 20 which does not
recite a housing built into the fuel dispensing nozzle itself.

Rat her, claim 19, fromwhich claim20 depends recites that the

hol | ow cavity contained in the housing is capable of containing a
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sound and/or video system This requirenent of claim19 is net
by Kaplan (see Fig. 1 at 113) and Koch (see el enents 300 and/ or
400 in Figs. 13 and 14).

In regard to claim 24, the appellants argue that neither
Kapl an nor Koch discloses a flexible boot for a fuel dispensing
nozzl e having a housing in which there can be housed a wrel ess
sound or video system This argunent is not persuasive because
it is not coomensurate in scope with the actual scope of claim
24. Claim?24 recites a housing for containing a systemnot a
housing in conbination with a system

In regard to claim 23, appellants argue that neither Kapl an
nor Koch discl oses or suggest a flexible boot for a fuel
di spensing nozzle having a housing in which there is housed a
w rel ess sound or video system W agree with the appellants
t hat neither Kaplan nor Koch discloses a wirel ess sound or video
systemin the flexible boot of a fuel dispensing nozzle.
Therefore, we will not sustain the examner’s rejection as it is
directed to claim 23.

I n sunmmary,

(1) the examiner’s rejection of clains 11, 19, and 20 under
35 U S.C. 8 102(e) as anticipated by Koch is sustained.

(2) the examner’s rejection of clains 19, 21 and 22 under

35 U S.C. 8 102(e) as anticipated by Kaplan is sustained.
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(3) the examner’s rejection of clainms 11, 20, and 24 under
35 U.S.C. §8 103 as being unpatentable over Koch in view of Kaplan
I S sust ai ned.

(4) the examner’'s rejection of claim 23 under 35 U. S. C
§ 103 as bei ng unpatentable over Koch in view of Kaplan is not
sust ai ned.

REMAND
Finally, we remand this case to the examner to clarify the

rejections detailed in note one, supra.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFlI RVED- | N- PART

| AN A. CALVERT
Adm ni strative Patent Judge

JOHN P. M:QUADE
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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